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Abstract

A patent is essentially a limited monopoly whereby the patent holder is granted
the exclusive rights to have business and competitive advantages. The authorized
patent holder has the rights by the law to make benefits and prevent his invention from
exploiting. However, the principle of the patent rights protection has been misused by a
patent troll. The Patent Troll is the patent holder who has no intention to produce or to
make commercial profit from his invention by normal business practice but intends to
charge a toll from an individual or a corporate. The Patent Troll behavior has been
found mostly in the United States of America and other leading countries for innovation
and technology.

The dissertation emphasized the business perspective on Patent Troll's
compulsory patent licensing as well as the principle of the patent holder rights
protection under the Law of the United States of America, Japan and the European
Union to conduct a comparative study on Thai law’s patent holder rights protection in
case of Patent Troll, to develop the proper patent protection protocol.

The study result found that the Patent Troll's compulsory patent licensing is an
illegal practice as it is the negligence in the spirit of the law aiming to balance the rights
of patent holder and the public functions. Imbalance of the rights and the public
functions shall negatively affect the patent system and domestic industry. If the Patent
Troll expands to Thailand, the resolution shall be the same as the one in the United
States of America due to the similarities of legislated laws. However, the procedures

shall be different since there are both commercial and criminal procedures in Thailand.



If the Patent Owner choose to take the criminal procedure enforcement, the problem

shall become more critical.
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*Breda Sandburg, Inventor’s Lawyer Makes a pile from Patent, The recorder, July 30, 2001.
Quoted in Joe Brennan, Hui-Wen (Fiona) Hsueh.....et al., “Patent Trolls in the U.S., Japan, Taiwan
and Europe”[Online], 2006. Available from htip://www.law.washington.edu/Casrip/Newsletter/default.
aspx?year=2006&article=newsv13i2BrennanEtAl

“ Ibid.

* Ibid.

*Bruce Perens, Software Patent v. Free Software[Online], 3 May 2001. Available from

http://www.linuxtoday.com/infrastructure/20010503007200PCY

2 Testimony of The Honorable Q. Todd Dickinson, Perspectives on Patents: Harmonization
and Other Matters, United States Committee on the Judiciary (2005), Quoted in Joe Brennan, Hui-
Wen (Fiona) Hsueh.....et al., “Patent Trolls in the U.S., Japan, Taiwan and Europe”[Online], 2006.
Available from http://www.law.washington.edu/Casrip/Newsletter/default.aspx?year

=20068&article=newsv13i2BrennanEtAl
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“cio Insight, Has the Enemy of Patent Trolls Become One? [Online], 5 December 2005.
Available from http://www.cioinsight.com/article2/0,1540,1902291,00.asp

*18 Us.C. § 1951(b)(2) The term “extortion” means the obtaining of property from another,
with his consent, induced by wrongful use of actual or threatened force, violence, or fear, or under
color of official right.

29James F. Mcdonough lll. The Myth of the Patent Troll: An Alternative View of the Function
of Patent Dealers in an Idea Economy. [Online], 2006. Available from http://papers.ssrn.com/
abstract=959945

% quwa ArylayFuia, Creative Risk : nIa9aIIANLAMALED[online], 19 FIMiAx

2553. Lmdaﬁm www.bu.ac.th/knowledgecenter/executive_journal/jan.../33-38.pdf
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Ibid.
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? Paris Convention, Article 2(1) : %é’ﬂmiﬂﬁﬂ'ﬁlﬁmﬂumﬁ

(1) Nationals of any country of the Union shall, as regards the protection of industrial property,
enjoy in all the other countries of the Union the advantages that their respective laws now grant, or
may hereafter grant, to nationals; all without prejudice to the rights specially provided for by this
Convention. Consequently, they shall have the same protection as the latter, and the same legal
remedy against any infringement of their rights, provided that the conditions and formalities imposed
upon nationals are complied with

® Paris Convention, Article 4 A (1) : %a‘"ﬂmﬂﬁﬁwﬁﬁfawa%’umw@”umaaﬁau

(1) Any person who has duly filed an application for a patent, or for the registration of a utility
model, or of an industrial design, or of a trademark, in one of the countries of the Union, or his
successor in title, shall enjoy, for the purpose of filing in the other countries, a right of priority during

the periods hereinafter fixed
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* Paris Convention, Article 4C(1)
(1) The periods of priority referred to above shall be twelve months for patents and utility
models, and six months for industrial designs and trademarks
° Paris Convention, Article 4bis
(1) Patents applied for in the various countries of the Union by nationals of countries of the
Union shall be independent of patents obtained for the same invention in other countries, whether

members of the Union or not.
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® Paris Convention, Article 5 A(1)

(1) Importation by the patentee into the country where the patent has been granted of articles
manufactured in any of the countries of the Union shall not entail forfeiture of the patent.

" Paris Convention, Article 5 A(2)

(2) Each country of the Union shall have the right to take legislative measures providing for the
grant of compulsory licenses to prevent the abuses which might result from the exercise of the

exclusive rights conferred by the patent, for example, failure to work.



45

sruzMAMAUA %’gﬁmsazﬁé’mwagtymlﬁqﬂﬂaﬁuﬁﬁmmw%’amm:ﬁmwﬁaamiﬁ
wldselomd Wbiamaszausiwlylsds:lomlunu
3. MITVABENTUAT
ausyanahaaldnmansasmsiuAuaniiaslilu Arice 5 A3)°
edaalitinnalfinissuanansias uudns@adnistisultansany
snsvasliiRsananezdesiunsltanivaslasdvavld lisnaddiunszuinnmsiialia
ﬁuﬁw%ﬂm%%mﬁﬂnauﬁﬂﬁu‘“@liﬁauﬁyuqmw:um 2 Divanilaiauldaniiaana
snsianduasiusn’
mssuAuEnsUasduanamassuIasnmslsnImstiauldans spndasin

PAINITUABENTUATNN M laAdatdanmsltanaIn1iia Ul ansnu sz auainudisa

3.1.2 anuanasnsdd

anwanasnidaio lainduanuanassenindszmaindranswdfunsd gy
ANuFINNAge ilasannanuanasitldidanloamannisiugiurassadounisd
szmnﬂi:mﬂLﬂTﬁﬁ'ﬂJmmgmmaﬁwmaaﬁmw%’wﬁﬁumaﬂvtytgw nslianuduasas
ansiasmeldanuanamsudin Suitwied w.a.2538 FadudfenuanamiUd &
aldiiaay iuanuwenmudnianitdlunsfvih ldnswdgundyan fenuduuduag
\dusunitsdmdoiunndusomsmnuaunasnutudfidsnamdaandnvasesdms
msﬁﬂaﬂﬁazﬁaﬂﬁmwm:fwmaaLer'S"w Faunlyandmuianitaseds Taoiwue
weIutunlwIasauinaveinisliiniias Tasnifurasmsldanfias sanis
Heauldans dudun

1. Article 8 : nania'ly)

0 lumyimuanginasinianisun lwngwane ngssduvuesan sunfnena g
nasnsle 9 Afnduienisduasesguninuazlnzuinmsmssme waziiadaasy
naUselomian sy (Public Interest) Tugnn (Sectors) ﬁﬁmmﬁﬂﬁmﬁa (Vital) @ian1y
Waniasssfadusiauuaznalulafdvasan lasuiasnisaananfiviiudldazdas

ROAANDINUUNU YR AVBIANNANSIH

® Paris Convention, Article 5 A(3)
(3) Forfeiture of the patent shall not be provided for except in cases where the grant of
compulsory licenses would not have been sufficient to prevent the said abuses. No proceedings for
the forfeiture or revocation of a patent may be instituted before the expiration of two years from the

grant of the first compulsory license.
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® TRIPs, Article 8: Principles

1. Members may, in formulating or amending their laws and regulations, adopt measures
necessary to protect public health and nutrition, and to promote the public interest in sectors of vital
importance to their socio-economic and technological development, provided that such measures are
consistent with the provisions of this Agreement.

2. Appropriate measures, provided that they are consistent with the provisions of this

Agreement, may be needed to prevent the abuse of intellectual property rights by right holders or the
resort to practices which unreasonably restrain trade or adversely affect the international transfer of
technology.

10 UNCTAD-ICTSD, Resource Book on TRIPS and Development, 2005, 555-556 g19091n
ﬂiu“n{“wElrﬁ?uﬂ'ldﬂwtym'l[online], 3.1).1. unsafian http://www.ipthailand.go.th/ipthailand/index2.

php?option=com_docman&task=doc_view&gid=965&Itemid=382
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" TRIPs ,Article 28 : Rights Conferred

1. A patent shall confer on its owner the following exclusive rights:

(a) where the subject matter of a patent is a product, to prevent third parties not having the
owner's consent from the acts of: making, using, offering for sale, selling, or importing for these
purposes that product;

(b) where the subject matter of a patent is a process, to prevent third parties not having the
owner's consent from the act of using the process, and from the acts of: using, offering for sale,
selling, or importing for these purposes at least the product obtained directly by that process.

2. Patent owners shall also have the right to assign, or transfer by succession, the patent and

to conclude licensing contracts.
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2 TRIPs, Article 33 : Term of Protection

The term of protection available shall not end before the expiration of a period of twenty years
counted from the filing date

r° TRIPs, Article 30 : Exceptions to Rights Conferred

Members may provide limited exceptions to the exclusive rights conferred by a patent, provided
that such exceptions do not unreasonably conflict with a normal exploitation of the patent and do not
unreasonably prejudice the legitimate interests of the patent owner, taking account of the legitimate
interests of third parties.

" WTO Panel Report, Canada — patent Protection of pharmaceutical Products Panel Report
: 7 June 2000, (WT/DS114/R),para.7.20, 813fialu fimanu #asad, “milwanuduasasnidasiy
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* Saadinar, 73.

z Jennifer A. Johnson, The Experimental Use Exception in Japan: A Model for U.S. Patent
Law?, 12PAC. RIM L. & POLY J. 499, 525 (2003). Quoted in Victoria E. Luxardo, “Towards a
Solution to the Problem of lllegitimate Patent Enforcement Practices in the United States: An
Equitable Affirmative Defense of Fair Use in Patent’[Online], 2006. Available from http://www.law.

emory.edu/fileadmin/journals/eilr/20/20.2/Luxardo.pdf
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?2U.S. Constitution, Article I, §8,clause.8

"The Congress shall have power ... To promote the progress of science and useful arts, by
securing for limited times to authors and inventors the exclusive right to their respective writings and
discoveries ... "

% United States Code, Title 35, Section 100.

(a)The term “invention” means invention or discovery.
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# Iﬂs@gﬂaﬂwmuwwaa@‘im"ﬂim‘iﬁ"M Section 100 283 United States Code, Title 35.

% United States Code, Title 35, Section 102.
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% United States Code, Title 35, Section 103.
?" United States Code, Title 35, Section 271 (a)

Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell,
or sells any patented invention, within the United States or imports into the United States any
patented invention during the term of the patent therefore, infringes the patent

% United States Code, Title 35, Section 271 (e)

(1) It shall not be an act of infringement to make, use, offer to sell, or sell within the United
States or import into the United States a patented invention (other than a new animal drug or
veterinary biological product (as those terms are used in the Federal Food, Drug, and Cosmetic Act
and the Act of March 4, 1913) which is primarily manufactured using recombinant DNA, recombinant
RNA, hybridoma technology, or other processes involving site specific genetic manipulation
techniques) solely for uses reasonably related to the development and submission of information
under a Federal law which regulates the manufacture, use, or sale of drugs or veterinary biological

products.
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? Karan Dhadialla, Patent Trolls Under the Patent Reform Act[Online], 15 October 2011.
Available from http://btlj.org/2011/10/15/patent-trolls-under-the-patent-reform-act/

% United States Code, Title 35, Section 283

The several courts having jurisdiction of cases under this title may grant injunctions in

accordance with the principles of equity to prevent the violation of any right secured by patent, on
such terms as the court deems reasonable
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% Japanese Patent Act of 1959, Article 2
(1) "Invention" in this Act means the highly advanced creation of technical ideas utilizing the

laws of nature.

% Japanese Patent Act of 1959, Article 29
(1) An inventor of an invention that is industrially applicable may be entitled to obtain a patent
for the said invention, except for the following:
(i) inventions that were publicly known in Japan or a foreign country, prior to the
filing of the patent application;
(i) inventions that were publicly worked in Japan or a foreign country, prior to the filing of the
patent application; or
(iii) inventions that were described in a distributed publication, or inventions that
were made publicly available through an electric telecommunication line in
Japan or a foreign country, prior to the filing of the patent application.
(2) Where, prior to the filing of the patent application, a person ordinarily skilled in the art of the
invention would have been able to easily make the invention based on an invention prescribed in
any of the items of the preceding paragraph, a patent shall not be granted for such an invention

notwithstanding the preceding paragraph.

* Japanese Patent Act of 1959, Article 30
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% Japanese Patent Act of 1959, Article 68
A patentee shall have the exclusive right to work the patented invention as a business;
provided, however, that where an exclusive license regarding the patent right is granted to a licensee,
this shall not apply to the extent that the exclusive licensee is licensed to exclusively work the
patented invention.
* Tetsu Tanabe and Harold C.Wegner, Japanese Patent Law, (Japan: Aippi Japan,1979), 144.
¥ Japanese Patent Act, Article 69
(1) A patent right shall not be effective against the working of the patented
invention for experimental or research purposes.
(2) A patent right shall not be effective against the following products:
(i) vessels or aircrafts merely passing through Japan, or machines, apparatus,
equipment or other products used therefore; and
(i) products existing in Japan prior to the filing of the patent application.
(3) A patent right for the invention of a medicine (refers to a product used for the
diagnosis, therapy, treatment or prevention of human diseases, hereinafter the same shall apply in
this paragraph) to be manufactured by mixing two or more medicines or for the invention of a process
to manufacture a medicine by mixing two or more medicines shall not be effective against the act of
preparation of a medicine as is written in a prescription from a physician or a dentist and the

medicine prepared as is written in a prescription from a physician or a dentist.
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* Richard Jahn, Experimental Use Exceptions: Changes in Research Tool Patent Protection
in the United States and a Comparison to Japan, 30 DEL. J. CORP. L. 925, 935 (2005). Quoted in
Victoria E. Luxardo, “Towards a Solution to the Problem of lllegitimate Patent Enforcement Practices
in the United States: An Equitable Affirmative Defense of Fair Use in Patent’[Online], 2006. Available

from http://www.law.emory.edu/fileadmin/journals/eilr/20/20.2/Luxardo.pdf
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* Joe Brennan, Hui-Wen (Fiona) Hsueh.....et al., Patent Trolls in the U.S., Japan, Taiwan and
Europe[Online], 2006. Available from http://www.law.washington.edu/Casrip/Newsletter/
default.aspx?year=2006&article=newsv13i2BrennanEtAl

“snnaeel e, nguansAnaias : uwanadauazunIaTEd, Auain 2

(NF9nw: UGN, 2544), 250-251.
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41European Patent Convention, Article 52
(1) European patents shall be granted for any inventions, in all fields of technology, provided
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“ eBay Inc. v. MercExchange, L.L.C. 547 U.S. 388 (2006)[Online], 10 May 2012. Available
from http://www.invispress.com/law/patents/ebay.html
45 Eolas v Microsoft [Online], 10 May 2012. Available from http://www.reference.com/browse/

eolas+v+microsoft?s=t
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Paris Convention for the Protection of Industrial Property

Article 2

[National Treatment for Nationals of Countries of the Union]

(1) Nationals of any country of the Union shall, as regards the protection of
industrial property, enjoy in all the other countries of the Union the advantages that their
respective laws now grant, or may hereafter grant, to nationals; all without prejudice to
the rights specially provided for by this Convention. Consequently, they shall have the
same protection as the latter, and the same legal remedy against any infringement of
their rights, provided that the conditions and formalities imposed upon nationals are
complied with.

(2) However, no requirement as to domicile or establishment in the country
where protection is claimed may be imposed upon nationals of countries of the Union
for the enjoyment of any industrial property rights.

(3) The provisions of the laws of each of the countries of the Union relating to
judicial and administrative procedure and to jurisdiction, and to the designation of an
address for service or the appointment of an agent, which may be required by the laws

on industrial property are expressly reserved.

Article 4
[A to I. Patents, Utility Models, Industrial Designs, Marks, Inventors’ Certificates: Right of
Priority. —G. Patents: Division of the Application]

(1) Any person who has duly filed an application for a patent, or for the
registration of a utility model, or of an industrial design, or of a trademark, in one of the
countries of the Union, or his successor in title, shall enjoy, for the purpose of filing in
the other countries, a right of priority during the periods hereinafter fixed.

(2) Any filing that is equivalent to a regular national filing under the domestic

legislation of any country of the Union or under bilateral or multilateral treaties
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concluded between countries of the Union shall be recognized as giving rise to the right
of priority.

(3) By a regular national filing is meant any filing that is adequate to establish
the date on which the application was filed in the country concerned, whatever may be
the subsequent fate of the application.

B. — Consequently, any subsequent filing in any of the other countries of the Union
before the expiration of the periods referred to above shall not be invalidated by reason
of any acts accomplished in the interval, in particular, another filing, the publication or
exploitation of the invention, the putting on sale of copies of the design, or the use of
the mark, and such acts cannot give rise to any third—party right or any right of personal
possession. Rights acquired by third parties before the date of the first application that
serves as the basis for the right of priority are reserved in accordance with the domestic

legislation of each country of the Union

(1) The periods of priority referred to above shall be twelve months for patents
and utility models, and six months for industrial designs and trademarks.

(2) These periods shall start from the date of filing of the first application; the
day of filing shall not be included in the period.

(3) If the last day of the period is an official holiday, or a day when the Office is
not open for the filing of applications in the country where protection is claimed, the
period shall be extended until the first following working day.

(4) A subsequent application concerning the same subject as a previous first
application within the meaning of paragraph (2), above, filed in the same country of the
Union shall be considered as the first application, of which the filing date shall be the
starting point of the period of priority, if, at the time of filing the subsequent application,
the said previous application has been withdrawn, abandoned, or refused, without
having been laid open to public inspection and without leaving any rights outstanding,
and if it has not yet served as a basis for claiming a right of priority. The previous

application may not thereafter serve as a basis for claiming a right of priority.



97

Article 4bis
[Patents: Independence of Patents Obtained for the

Same Invention in Different Countries]

(1) Patents applied for in the various countries of the Union by nationals of
countries of the Union shall be independent of patents obtained for the same invention
in other countries, whether members of the Union or not.

(2) The foregoing provision is to be understood in an unrestricted sense, in
particular, in the sense that patents applied for during the period of priority are
independent, both as regards the grounds for nullity and forfeiture, and as regards their
normal duration.

(3) The provision shall apply to all patents existing at the time when it comes
into effect.

(4) Similarly, it shall apply, in the case of the accession of new countries, to
patents in existence on either side at the time of accession.

(5) Patents obtained with the benefit of priority shall, in the various countries of
the Union, have a duration equal to that which they would have, had they been applied

for or granted without the benefit of priority.

Article 5
[A. Patents: Importation of Articles; Failure to Work or Insufficient Working; Compulsory
Licenses. —B. Industrial Designs: Failure to Work; Importation of Articles. — C. Marks:
Failure to Use; Different Forms; Use by Co—proprietors. — D. Patents, Ultility Models,
Marks, Industrial Designs: Marking]

(1) Importation by the patentee into the country where the patent has been
granted of articles manufactured in any of the countries of the Union shall not entail
forfeiture of the patent.

(2) Each country of the Union shall have the right to take legislative measures

providing for the grant of compulsory licenses to prevent the abuses which might result
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from the exercise of the exclusive rights conferred by the patent, for example, failure to
work.

(3) Forfeiture of the patent shall not be provided for except in cases where the
grant of compulsory licenses would not have been sufficient to prevent the said
abuses. No proceedings for the forfeiture or revocation of a patent may be instituted
before the expiration of two years from the grant of the first compulsory license.

(4) A compulsory license may not be applied for on the ground of failure to work
or insufficient working before the expiration of a period of four years from the date of
filing of the patent application or three years from the date of the grant of the patent,
whichever period expires last; it shall be refused if the patentee justifies his inaction by
legitimate reasons. Such a compulsory license shall be non—exclusive and shall not be
transferable, even in the form of the grant of a sub-license, except with that part of the
enterprise or goodwill which exploits such license.

(5) The foregoing provisions shall be applicable, mutatis mutandis, to utility

models.



99

AGREEMENT ON TRADE-RELATED ASPECTS OF
INTELLECTUAL PROPERTY RIGHTS

PART I: GENERAL PROVISIONS AND BASIC PRINCIPLES

Article 8: Principles

1. Members may, in formulating or amending their laws and regulations, adopt
measures necessary to protect public health and nutrition, and to promote the public
interest in sectors of vital importance to their socio-economic and technological
development, provided that such measures are consistent with the provisions of this
Agreement.

2. Appropriate measures, provided that they are consistent with the provisions of
this Agreement, may be needed to prevent the abuse of intellectual property rights by
right holders or the resort to practices which unreasonably restrain trade or adversely

affect the international transfer of technology.

PART Il: STANDARDS CONCERNING THE AVAILABILITY,
SCOPE AND USE OF INTELLECTUAL PROPERTY RIGHTS

SECTION 5: PATENTS
Article 27: Patentable Subject Matter

1. Subject to the provisions of paragraphs 2 and 3, patents shall be available for
any inventions, whether products or processes, in all fields of technology, provided that
they are new, involve an inventive step and are capable of industrial application.5
Subject to paragraph 4 of Article 65, paragraph 8 of Article 70 and paragraph 3 of this
Article, patents shall be available and patent rights enjoyable without discrimination as
to the place of invention, the field of technology and whether products are imported or
locally produced.

2. Members may exclude from patentability inventions, the prevention within

their territory of the commercial exploitation of which is necessary to protect ordre public



100

or morality, including to protect human, animal or plant life or health or to avoid serious
prejudice to the environment, provided that such exclusion is not made merely because
the exploitation is prohibited by their law.

3. Members may also exclude from patentability:

(a) diagnostic, therapeutic and surgical methods for the treatment of humans or
animals;

(b) plants and animals other than micro-organisms, and essentially biological
processes for the production of plants or animals other than non-biological and
microbiological processes. However, Members shall provide for the protection of plant
varieties either by patents or by an effective sui generis system or by any combination
thereof. The provisions of this subparagraph shall be reviewed four years after the date

of entry into force of the WTO Agreement.

Article 28: Rights Conferred

1. A patent shall confer on its owner the following exclusive rights:

(a) where the subject matter of a patent is a product, to prevent third parties not
having the owner’s consent from the acts of: making, using, offering for sale, selling, or
importing6 for these purposes that product;

(b) where the subject matter of a patent is a process, to prevent third parties not
having the owner’s consent from the act of using the process, and from the acts of:
using, offering for sale, selling, or importing for these purposes at least the product
obtained directly by that process.

2. Patent owners shall also have the right to assign, or transfer by succession,

the patent and to conclude licensing contracts.

Article 29: Conditions on Patent Applicants

1. Members shall require that an applicant for a patent shall disclose the
invention in a manner sufficiently clear and complete for the invention to be carried out
by a person skilled in the art and may require the applicant to indicate the best mode
for carrying out the invention known to the inventor at the filing date or, where priority is

claimed, at the priority date of the application.
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2. Members may require an applicant for a patent to provide information

concerning the applicant’s corresponding foreign applications and grants.

Article 30: Exceptions to Rights Conferred

Members may provide limited exceptions to the exclusive rights conferred by a patent,
provided that such exceptions do not unreasonably conflict with a normal exploitation of
the patent and do not unreasonably prejudice the legitimate interests of the patent

owner, taking account of the legitimate interests of third parties.

Article 31: Other Use Without Authorization of the Right Holder

Where the law of a Member allows for other use7 of the subject matter of a patent
without the authorization of the right holder, including use by the government or third
parties authorized by the government, the following provisions shall be respected:

(a) authorization of such use shall be considered on its individual merits;

(b) such use may only be permitted if, prior to such use, the proposed user has
made efforts to obtain authorization from the right holder on reasonable commercial
terms and conditions and that such efforts have not been successful within a
reasonable period of time. This requirement may be waived by a Member in the case of
a national emergency or other circumstances of extreme urgency or in cases of public
noncommercial use. In situations of national emergency or other circumstances of
extreme urgency, the right holder shall, nevertheless, be notified as soon as reasonably
practicable. In the case of public non-commercial use, where the government or
contractor, without making a patent search, knows or has demonstrable grounds to
know that a valid patent is or will be used by or for the government, the right holder
shall be informed promptly;

(c) the scope and duration of such use shall be limited to the purpose for which
it was authorized, and in the case of semi-conductor technology shall only be for public
noncommercial use or to remedy a practice determined after judicial or administrative
process to be anti-competitive;

(d) such use shall be non-exclusive;
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(e) such use shall be non-assignable, except with that part of the enterprise or
goodwill which enjoys such use;

(f) any such use shall be authorized predominantly for the supply of the
domestic market of the Member authorizing such use;

(g) authorization for such use shall be liable, subject to adequate protection of
the legitimate interests of the persons so authorized, to be terminated if and when the
circumstances which led to it cease to exist and are unlikely to recur. The competent
authority shall have the authority to review, upon motivated request, the continued
existence of these circumstances;

(h) the right holder shall be paid adequate remuneration in the circumstances of
each case, taking into account the economic value of the authorization;

(i) the legal validity of any decision relating to the authorization of such use shall
be subject to judicial review or other independent review by a distinct higher authority in
that Member;

(j) any decision relating to the remuneration provided in respect of such use
shall be subject to judicial review or other independent review by a distinct higher
authority in that Member;

(k) Members are not obliged to apply the conditions set forth in subparagraphs
(b) and (f) where such use is permitted to remedy a practice determined after judicial or
administrative process to be anti-competitive. The need to correct anti-competitive
practices may be taken into account in determining the amount of remuneration in such
cases. Competent authorities shall have the authority to refuse termination of
authorization if and when the conditions which led to such authorization are likely to
recur,;

() where such use is authorized to permit the exploitation of a patent ("the
second patent") which cannot be exploited without infringing another patent ("the first
patent"), the following additional conditions shall apply:

(i) the invention claimed in the second patent shall involve an important

technical advance of considerable economic significance in relation to the

invention claimed in the first patent;

(i) the owner of the first patent shall be entitled to a cross-licence on reasonable

terms to use the invention claimed in the second patent; and



103

(iii) the use authorized in respect of the first patent shall be non-assignable

except with the assignment of the second patent.

Article 32: Revocation/Forfeiture

An opportunity for judicial review of any decision to revoke or forfeit a patent

shall be available.

Article 33: Term of Protection

The term of protection available shall not end before the expiration of a period

of twenty years counted from the filing date.8

Article 34: Process Patents: Burden of Proof

1. For the purposes of civil proceedings in respect of the infringement of the
rights of the owner referred to in paragraph 1(b) of Article 28, if the subject matter of a
patent is a process for obtaining a product, the judicial authorities shall have the
authority to order the defendant to prove that the process to obtain an identical product
is different from the patented process. Therefore, Members shall provide, in at least one
of the following circumstances, that any identical product when produced without the
consent of the patent owner shall, in the absence of proof to the contrary, be deemed to
have been obtained by the patented process:

(a) if the product obtained by the patented process is new;

(b) if there is a substantial likelihood that the identical product was made by the

process and the owner of the patent has been unable through reasonable

efforts to determine the process actually used.

2. Any Member shall be free to provide that the burden of proof indicated in
paragraph 1 shall be on the alleged infringer only if the condition referred to in
subparagraph (a) is fulfiled or only if the condition referred to in subparagraph (b) is
fulfilled.

3. In the adduction of proof to the contrary, the legitimate interests of defendants

in protecting their manufacturing and business secrets shall be taken into account.
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The Constitution of the United States
Section 8 - Powers of Congress

The Congress shall have Power To lay and collect Taxes, Duties, Imposts and
Excises, to pay the Debts and provide for the common Defence and general Welfare of
the United States; but all Duties, Imposts and Excises shall be uniform throughout the
United States;

To borrow money on the credit of the United States;

To regulate Commerce with foreign Nations, and among the several States, and
with the Indian Tribes;

To establish an uniform Rule of Naturalization, and uniform Laws on the subject
of Bankruptcies throughout the United States;

To coin Money, regulate the Value thereof, and of foreign Coin, and fix the
Standard of Weights and Measures;

To provide for the Punishment of counterfeiting the Securities and current Coin
of the United States;

To establish Post Offices and Post Roads;

To promote the Progress of Science and useful Arts, by securing for limited
Times to Authors and Inventors the exclusive Right to their respective Writings and
Discoveries;

To constitute Tribunals inferior to the supreme Court;

To define and punish Piracies and Felonies committed on the high Seas, and
Offenses against the Law of Nations;

To declare War, grant Letters of Marque and Reprisal, and make Rules
concerning Captures on Land and Water;

To raise and support Armies, but no Appropriation of Money to that Use shall be
for a longer Term than two Years;

To provide and maintain a Navy;

To make Rules for the Government and Regulation of the land and naval
Forces;

To provide for calling forth the Militia to execute the Laws of the Union,

suppress Insurrections and repel Invasions;
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To provide for organizing, arming, and disciplining the Militia, and for governing
such Part of them as may be employed in the Service of the United States, reserving to
the States respectively, the Appointment of the Officers, and the Authority of training the
Militia according to the discipline prescribed by Congress;

To exercise exclusive Legislation in all Cases whatsoever, over such District
(not exceeding ten Miles square) as may, by Cession of particular States, and the
acceptance of Congress, become the Seat of the Government of the United States, and
to exercise
like Authority over all Places purchased by the Consent of the Legislature of the State
in which the Same shall be, for the Erection of Forts, Magazines, Arsenals, dock-Yards,
and other needful Buildings; And

To make all Laws which shall be necessary and proper for carrying into
Execution the foregoing Powers, and all other Powers vested by this Constitution in the

Government of the United States, or in any Department or Officer thereof.
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UNITED STATES CODE
TITLE 35-PATENTS

PART II-PATENTABILITY OF INVENTIONS
AND GRANT OF PATENTS
CHAPTER 10-PATENTABILITY OF INVENTIONS

Sec.
100 Definitions.
101 Inventions patentable.
102 Conditions for patentability; novelty and loss of right to patent.
103 Conditions for patentability; non-obvious subject matter.
104 Invention made abroad.

105 Inventions in outer space.

35 U.S.C. 100 Definitions.

When used in this title unless the context otherwise indicates -

(a) The term “invention” means invention or discovery.

(b) The term “process” means process, art, or method, and includes a new use
of a known process, machine, manufacture, composition of matter, or material,

(c) The terms “United States” and “this country” mean the United States of
America, its territories and possessions.

(d) The word “patentee” includes not only the patentee to whom the patent was

issued but also the successors in title to the patentee.

35 U.S.C. 101 Inventions patentable.
Whoever invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful improvement thereof,

may obtain a patent therefor, subject to the conditions and requirements of this title.
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35 U.S.C. 102 Conditions for patentability; novelty and loss of right to patent.

A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the invention
thereof by the applicant for patent, or

(b) the invention was patented or described in a printed publication in this or a
foreign country or in public use or on sale in this country, more than one year prior to
the date of the application for patent in the United States, or

(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be patented, or was the subject
of an inventor’'s certificate, by the applicant or his legal representatives or assigns in a
foreign country prior to the date of the application for patent in this country on an
application for patent or inventor’'s certificate filed more than twelve months before the
filing of the application in the United States, or

(e) the invention was described in a patent granted on an application for patent
by another filed in the United States before the invention thereof by the applicant for
patent, or on an international application by another who has fulfilled the requirements
of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention thereof
by applicant for patent, or

(f) he did not himself invent the subject matter sought to be patented, or

(g) before the applicant’s invention thereof the invention was made in this
country by another who had not abandoned, suppressed, or concealed it. In determining
priority of invention there shall be considered not only the respective dates of
conception and reduction to practice of the invention, but also the reasonable diligence
of one who was first to conceive and last to reduce to practice, from a time prior to

conception by the other.

35 U.S.C. 103 Conditions for patentability; non-obvious subject matter.

(a) A patent may not be obtained though the invention is not identically
disclosed or described as set forth in section 102 of this title, if the differences between
the subject matter sought to be patented and the prior art are such that the subject

matter as a whole would have been obvious at the time the invention was made to a
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person having ordinary skill in the art to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the invention was made.

(b)

(1) Notwithstanding subsection (a), and upon timely election by the applicant for
patent to proceed under this subsection, a biotechnological process using or resulting in
a composition of matter that is novel under section 102 and nonobvious under
subsection (a) of this section shall be considered nonobvious if-

(A) claims to the process and the composition of matter are contained in either
the same application for patent or in separate applications having the same effective
filing date; and

(B) the composition of matter, and the process at the time it was invented, were
owned by the same person or subject to an obligation of assignment to the same
person.

(2) A patent issued on a process under paragraph (1)-

(A) shall also contain the claims to the composition of matter used in or made
by that process, or

(B) shall, if such composition of matter is claimed in another patent, be set to
expire on the same date as such other patent, notwithstanding section 154.

(3) For purposes of paragraph (1), the term ‘biotechnological process’ means

(A) a process of genetically altering or otherwise inducing a single- or multi-
celled organism to-

(i) express an exogenous nucleotide sequence,

(i) inhibit, eliminate, augment, or alter expression of an endogenous nucleotide
sequence, or

(iii) express a specific physiological characteristic not naturally associated with
said organism;

(B) cell fusion procedures yielding a cell line that expresses a specific protein,
such as a monoclonal antibody; and

(C) a method of using a product produced by a process defined by
subparagraph (A) or

(B), or a combination of subparagraphs (A) and (B).

(c) Subject matter developed by another person, which qualifies as prior art only under
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subsection (f) or (g) of section 102 of this title, shall not preclude patentability under this
section where the subject matter and the claimed invention were, at the time the
invention was made, owned by the same person or subject to an obligation of

assignment to the same person.

CHAPTER 28-INFRINGEMENT OF PATENTS
Sec.
271 Infringement of patent.
272 Temporary presence in the United States.
35 U.S.C. 271 Infringement of patent.

(a) Except as otherwise provided in this title, whoever without authority makes,
uses, offers to sell, or sells any patented invention, within the United States, or imports
into the United States any patented invention during the term of the patent therefor,
infringes the patent.

(b) Whoever actively induces infringement of a patent shall be liable as an
infringer.

(c) Whoever offers to sell or sells within the United States or imports into the
United States a component of a patented machine, manufacture, combination, or
composition, or a material or apparatus for use in practicing a patented process,
constituting a material part of the invention, knowing the same to be especially made or
especially adapted for use in an infringement of such patent, and not a staple article or
commodity of commerce suitable for substantial noninfringing use, shall be liable as a
contributory infringer.

(d) No patent owner otherwise entitled to relief for infringement or contributory
infringement of a patent shall be denied relief or deemed guilty of misuse or illegal
extension of the patent right by reason of his having done one or more of the following:

(1) derived revenue from acts which if performed by another without his consent
would constitute contributory infringement of the patent;

(2) licensed or authorized another to perform acts which if performed without his

consent would constitute contributory infringement of the patent;
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(3) sought to enforce his patent rights against infringement or contributory
infringement;

(4) refused to license or use any rights to the patent; or

(5) conditioned the license of any rights to the patent or the sale of the patented
product on the acquisition of a license to rights in another patent or purchase of a
separate product, unless, in view of the circumstances, the patent owner has market
power in the relevant market for the patent or patented product on which the license or
sale is conditioned.

(e)

(1) It shall not be an act of infringement to make, use, offer to sell, or
sell within the United States or import into the United States a patented invention (other
than a new animal drug or veterinary biological product (as those terms are used in the
Federal Food, Drug, and Cosmetic Act and the Act of March 4, 1913) which is primarily
manufactured using recombinant DNA, recombinant RNA, hybridoma technology, or
other processes involving site specific genetic manipulation techniques) solely for uses
reasonably related to the development and submission of information under a Federal
law which regulates the manufacture, use, or sale of drugs or veterinary biological
products.

(2) It shall be an act of infringement to submit —

(A) an application under section 505(j) of the Federal Food, Drug, and
Cosmetic Act or described in section 505(b)(2) of such Act for a drug claimed in a
patent or the use of which is claimed in a patent, or

(B) an application under section 512 of such Act or under the Act of
March 4, 1913 (21 U.S.C. 151 — 158) for a drug or veterinary biological product which is
not primarily manufactured using recombinant DNA, recombinant RNA, hybridoma
technology, or other processes involving site specific genetic manipulation
techniques and which is claimed in a patent or the use of which is claimed in a
patent, if the purpose of such submission is to obtain approval under such Act to
engage in the commercial manufacture, use, or sale of a drug or veterinary
biological product claimed in a patent or the use of which is claimed in a patent
before the expiration of such patent.

(3) In any action for patent infringement brought under this section, no

injunctive or other relief may be granted which would prohibit the making, using, offering
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to sell, or selling within the United States or importing into the United States of a
patented invention under paragraph (1).

(4) For an act of infringement described in paragraph (2)-

(A) the court shall order the effective date of any approval of the drug or
veterinary biological product involved in the infringement to be a date which is not
earlier than the date of the expiration of the patent which has been infringed,

(B) injunctive relief may be granted against an infringer to prevent the
commercial manufacture, use, offer to sell, or sale within the United States or
importation into the United States of an approved drug or veterinary biological product,
and

(C) damages or other monetary relief may be awarded against an
infringer only if there has been commercial manufacture, use, offer to sell, or sale within
the United States or importation into the United States of an approved drug or
veterinary biological product. The remedies prescribed by subparagraphs (A), (B), and
(C) are the only remedies which may be granted by a court for an act of infringement
described in paragraph (2), except that a court may award attorney fees under section
285.

(f)

(1) Whoever without authority supplies or causes to be supplied in or
from the United States all or a substantial portion of the components of a patented
invention, where such components are uncombined in whole or in part, in such manner
as to actively induce the combination of such components outside of the United States
in a manner that would infringe the patent if such combination occurred within the
United States, shall be liable as an infringer.

(2) Whoever without authority supplies or causes to be supplied in or
from the United States any component of a patented invention that is especially made
or especially adapted for use in the invention and not a staple article or commodity of
commerce suitable for substantial noninfringing use, where such component is
uncombined in whole or in part, knowing that such component is so made or adapted
and intending that such component will be combined outside of the United States in a
manner that would infringe the patent if such combination occurred within the United

States, shall be liable as an infringer.
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(g) Whoever without authority imports into the United States or offers to sell,
sells, or uses within the United States a product which is made by a process patented
in the United States shall be liable as an infringer, if the importation, offer to sell, sale,
or use of the product occurs during the term of such process patent. In an action for
infringement of a process patent, no remedy may be granted for infringement on
account of the noncommercial use or retail sale of a product unless there is no
adequate remedy under this title for infringement on account of the importation or other
use, offer to sell, or sale of that product. A product which is made by a patented
process will, for purposes of this title, not be considered to be so made after —

(1) it is materially changed by subsequent processes; or
(2) it becomes a trivial and nonessential component of another product.

(h) As used in this section, the term “whoever’ includes any State, any
instrumentality of a State, any officer or employee of a State or instrumentality of a
State acting in his official capacity. Any State, and any such instrumentality, officer, or
employee, shall be subject to the provisions of this title in the same manner and to the
same extent as any nongovernmental entity.

(i) As used in this section, an “offer for sale” or an “offer to sell” by a person
other than the patentee or any assignee of the patentee, is that in which the sale will
occur before the expiration of the term of the patent.

(Subsection (d) amended Nov. 19, 1988, Public Law 100-703, Title I, sec. 201, 102 Stat.
4676.)

(Subsection (e) added Sept. 24, 1984, Public Law 98—417, sec. 202, 98 Stat. 1603.)
(Subsection (f) added Nov. 8, 1984, Public Law 98—-622, sec. 101, 98 Stat. 3383.)
(Subsection (g) added Aug. 23, 1988, Public Law 100—418, sec. 9003, effective Feb. 23,
1989.)

(Amended Nov. 16, 1988, Public Law 100-670, sec. 201(i), 102 Stat. 3971)

(Subsection (d) amended Nov. 19, 1988, Public Law 100-703, Title I, sec. 201 102 Stat.
4676)

(Subsection (h) added Oct. 28, 1992, Public Law 102-560, sec. 2, 106 Stat. 4230)
(Subsections (a), (c), (e), and (g) amended Dec. 8, 1994, Public Law 103-465, sec. 533,
108 Stat. 4809, effective Jan. 1 1996.)

(Subsection (i) added Dec. 8, 1994, Public Law 103-465, sec. 533, 108 Stat. 48009,
effective Jan. 1, 1996.)
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35 U.S.C. 272 Temporary presence in the United States.

The use of any invention in any vessel, aircraft or vehicle of any country which
affords similar privileges to vessels, aircraft, or vehicles of the United States, entering
the United States temporarily or accidentally, shall not constitute infringement of any
patent, if the invention is used exclusively for the needs of the vessel, aircraft, or vehicle
and is not offered for sale or sold in or used for the manufacture of anything to be sold

in or exported from the United States.

35 U.S.C. 283 Injunction.
The several courts having jurisdiction of cases under this title may grant
injunctions in accordance with the principles of equity to prevent the violation of any

right secured by patent, on such terms as the court deems reasonable.
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Japan Patent Act (Act No. 121 of 1959)

Article 2 (Definitions)
(1) "Invention" in this Act means the highly advanced creation of technical ideas
utilizing the laws of nature.
(2) "Patented invention" in this Act means an invention for which a patent has
been granted.
(3) "Working" of an invention in this Act means the following acts:

(i) in the case of an invention of a product (including a computer
program, etc., the same shall apply hereinafter), producing, using, assigning, etc.
(assigning and leasing and, in the case where the product is a computer program, etc.,
including providing through an electric telecommunication line, the same shall apply
hereinafter), exporting or importing, or offering for assignment, etc.

(including displaying for the purpose of assignment, etc., the same shall apply
hereinafter) thereof;

(i) in the case of an invention of a process, the use thereof; and

(iii) in the case of an invention of a process for producing a product, in
addition to the action as provided in the preceding item, acts of using, assigning, etc.,
exporting or importing, or offering for assignment, etc. the product produced by the

process.

(4) A "computer program, etc." in this Act means a computer program (a set of
instructions given to an electronic computer which are combined in order to
produce a specific result, hereinafter the same shall apply in this paragraph) and any
other information that is to be processed by an electronic computer equivalent to a

computer program.

Chapter Il Patents and Patent Applications

Article 29 (Conditions for Patentability)

(1) An inventor of an invention that is industrially applicable may be entitled to

obtain a patent for the said invention, except for the following:
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(i) inventions that were publicly known in Japan or a foreign country, prior to the
filing of the patent application;

(i) inventions that were publicly worked in Japan or a foreign country, prior to
the filing of the patent application; or

(iii) inventions that were described in a distributed publication, or inventions that
were made publicly available through an electric telecommunication line in Japan or a
foreign country, prior to the filing of the patent application.

(2) Where, prior to the filing of the patent application, a person ordinarily skilled
in the art of the invention would have been able to easily make the invention based
on an invention prescribed in any of the items of the preceding paragraph, a patent
shall not be granted for such an invention notwithstanding the preceding
paragraph.
Article 29-2

Where an invention claimed in a patent application is identical with an invention
or device (excluding an invention or device made by the inventor of the invention
claimed in the said patent application) disclosed in the description, scope of claims or
drawings (in the case of the foreign language written application under Article 36-2(2),
foreign language documents as provided in Article 36-2(1)) originally attached to the
written application of another application for a patent or for a registration of a utility
model which has been filed prior to the date of filing of the said patent application and
published after the filing of the said patent application in the patent gazette under Article
66(3) of the Patent Act (hereinafter referred to as "gazette containing the patent") or in
the utility model bulletin under Article 14(3) of the utility Model Act (Act No. 123 of 1959)
(hereinafter referred to as "utility model bulletin") describing matters provided for in each
of the paragraphs of the respective Article or for which the publication of the patent
application has been effected, a patent shall not be granted for such an invention
notwithstanding Article 29(1); provided, however, that this shall not apply where, at the
time of the filing of the said patent application, the applicant of the said patent
application and the applicant of the other application for a patent or for registration of a

utility model are the same person.
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Article 30 (Exception to lack of novelty of invention)

(1) In the case of an invention which has fallen under any of the items of
Article 29

(1) by reason of the fact that the person having the right to obtain a patent has
conducted a test, has made a presentation in a printed publication, has made a
presentation through electric telecommunication lines, or has made a presentation in
writing at a study meeting held by an academic group designated by the Commissioner
of the Patent Office, such invention shall be deemed not have fallen under any of the
items of Article 29(1) for the purposes of Article 29(1) and (2) for the invention claimed
in a patent application which has been filed by the said person within six months from
the date on which the invention first fell under any of those items.

(2) In the case of an invention which has fallen under any of the items of Article
29

(1) against the will of the person having the right to obtain a patent, the
preceding paragraph shall also apply for the purposes of Article 29(1) and (2) to the
invention claimed in the patent application which has been filed by the said person
within six months from the date on which the invention first fell under any of those
paragraphs.

(8 )In the case of an ( ) invention which has fallen under any of the items of
Article 29

(1) by reason of the fact that the person having the right to obtain a patent has
exhibited the invention at an exhibition held by the Government or a local publicentity
(hereinafter referred to as the "Government, etc."), an exhibition held by those who are
not the Government, etc. where such exhibition has been designated by the
Commissioner of the Patent Office, an international exhibition held in the territory of a
country of the Union of the Paris Convention or a member of the World Trade
Organization by its Government, etc. or those who are authorized thereby to hold such
an exhibition, or an international exhibition held in the territory of a state which is neither
of a country of the Union of the Paris Convention nor a member of the World Trade
Organization by its Government, etc. or those who are authorized thereby where such
exhibition has been designated by the Commissioner of the Patent Office, paragraph (1)

shall also apply for the purposes of Article 29(1) and (2) to the invention claimed in the
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patent application which has been filed by the said person within six months from the
date on which the invention first fell under any of those items.

(4) Any person seeking the application of paragraph (1) or (3) shall submit to
the Commissioner of the Patent Office, at the time of filing of the patent application, a
document stating thereof and, within thirty days from the date of filing of the patent
application, a document proving the fact that the invention which has otherwise fallen
under any of the items of Article 29(1) is an invention to which paragraph (1) or (3) of

this Article may be applicable.

Chapter IV Patent Rights
Section 1 Patent Rights

Article 68 (Effect of patent right)

A patentee shall have the exclusive right to work the patented invention as a
business; provided, however, that where an exclusive license regarding the patent right
is granted to a licensee, this shall not apply to the extent that the exclusive licensee is

licensed to exclusively work the patented invention.

Article 68-2 (Effect of patent right in the case of duration extension)

Where the duration of a patent right is extended (including the case where the

duration is deemed to have been extended under Article 67-2(5)), such patent right
shall not be effective against any act other than the working of the patented

invention for the product which was the subject of the disposition designated by

Cabinet Order under Article 67(2) which constituted the reason for the registration of
extension (where the specific usage of the product is prescribed by the disposition, the

product used for that usage).



118

Article 69 (Limitations of patent right)

(1) A patent right shall not be effective against the working of the patented
invention for experimental or research purposes.
(2) A patent right shall not be effective against the following products:
(iyvessels or aircrafts merely passing through Japan, or machines,
apparatus, equipment or other products used therefor; and
(i) products existing in Japan prior to the filing of the patent application.
(3) A patent right for the invention of a medicine (refers to a product used for
the diagnosis, therapy, treatment or prevention of human diseases, hereinafter the
same shall apply in this paragraph) to be manufactured by mixing two or more
medicines or for the invention of a process to manufacture a medicine by mixing two or
more medicines shall not be effective against the act of preparation of a medicine as is
written in a prescription from a physician or a dentist and the medicine prepared as is

written in a prescription from a physician or a dentist.
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