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Boonviwat, P. LL.M., September 2014, Graduate School, Bangkok University
Trademark Infringement: Refilling Packages or Containers Bearing Registered
Trademarks for the Passing off Non-Trademark Proprietor’s Products (Refilling)
(88 pp.)

Advisor: Assoc.Prof.Udomsak Sinthipong

ABSTRACT

The purposes of this study, “Trademark Infringement: Refilling Packages or
Containers Bearing Registered Trademarks for the Passing off Non-Trademark
Proprietor’s Products (Refilling) are to examine provisions of trademark protection
laws and penalties for trademark infringement, samples of ruling patterns, problems
in the use of laws and penalties for trademark infringement in the case of refilling
packages or containers bearing registered trademarks for the passing off non-
trademark proprietor’s products (refilling) in both Thailand and foreign countries, as
well as analyzing and formulating recommendations for the improvement of
provisions and penalties for such cases. The study results show that actions
considered trademark infringement in Thailand, the United States of America and
France are specified in the same principle: the use of trademark without
authorization in bringing in the kingdom, selling, offering for sale or holding for
commercialization products with spurious trademarks or imitating other people’s
trademarks; counterfeiting or replicating other people’s trademarks to make people
to believe that they are trademarks of the other person is an infringement and
subject to penalties as prescribed in the criminal law. Examples of court ruling in the
case of refilling packages or containers bearing registered trademarks for the passing
off non-trademark proprietor’s products (refilling) in Thailand is based on Criminal
Code, Section 272 (1) with an action of using names, pictures, marks or any terms
used in other people’s business without authorization. In the United State of
America, the court ruling is based on Code of the United State of America Trademark
Law (18 U.S.C. §) Lanham Act, Section 2320 (d) which describes counterfeit

trademarks as “not genuine marks” which include the use of registered trademarks



on products which are not the authentic products of the registered trademarks is

also considered trademark infringement. In France, however,

Keywords: Packges or Container, Passing-off
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w1 272(1) fnsgihilamnfieslunsfiaziende U sesusvavg lunsusznounmsmues
fouunlfifieliuszrmunasdeinduduimienmsiuesyanadu 1as 273 msUasy
\nSesvnenseniianuinsasuiaiemnensiuesgBulagianunlag e weiiiesn
yhlvEBunandoinduvesuwt Tniniesmnensidsddaanzdoundaliieldennzidou
melunieuensvoraninsuazanns 274 madsuaieamneianuihlilimieudiien
uivhlsimdnendsfuiiolisynsuvasdeinduntomnenisiuesyanagdu
iesvanensmaslinnsdeundiliinaylsaanadounelunieusnsveraninsdady
Uwﬁ’zyﬁﬁaﬁqﬁﬂdnmﬁ?uﬁmmaamé’mLLasIﬁmmﬁmmmLawwLﬁﬂqﬁam%wmﬂmiﬁw
whitu Teelisudsnsnssyinisandedifidnuagmsthituievdonsusdidiesoamane
nsenaanefou (nrusilududven) inldifioarmnedudvem (Refiling) aztunis

nsvvhludnwaainanidovilnisddymilunisnasdmdnnguaneunidadedinis

=

nsvihmuinazlinludanvaefnadaliivnngrunawesemunenisatutagiuiay

adlnudnszviauRalunieIgn
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UMY efANAaUNTSANATDAATDMINENTAUAL UNAVIUALN WE MY

58z ALATOIVUNIENITAIVINNUTLNA

TuthagiumsduaseaaiasmnensdlumeUszina 2 sULuu fo msduan
nzifouadonnenmsmiiieliumnudunsesluudazUssmaganisannzdoululseme
vilaglinaduasedlufsussmaduiililsguaanzifouse esanmsaangidou
wdosmnensiilulssmalafiazegnelingraneiaiesmnenisivesssmetuieagli
ansalttaduludsUssmadusemumdniuumiagmsuaanzieuduasodungy
Ussivadaag Aunsesadosmnensmludmnussmalunguiadunuamalumsuitigmaes
ndnnguneesemnensfivessundlarsduasenamylussmavesaume ity Taed
nuUsine il

1. nguannmglsy (Community Trademark) %50 CTM TiauAuAses 27 Ussme

2. nguusemeanBnasanisminddunielaaomsni (The African Intellectual
Property Organization) #58 OAPI TiAuAuATes 16 Useine

3. nauUsEmAauBnasrnIsnInddunislaainiinine1mni (African Regional
Intellectual Property Organization) #3® ARIPO Iﬁmmﬁmim 16 Uszwne

4. My DuwAsosieNISAIINLSEUULA3A (Madrid System) Ssfiuszine
AU BnemuALAnaRNALArRBaN T3 AU nouAuTuana NIRRT YALS WL 84
Useina @ 2552) Sndnnis fe Budveaansfevlulszmadiousannsossydsena 7
FosmsliiunuduasedlivaUssmelulsemanduandnvesssuunaia (Madrid
System) waglutlagthu @ 2557) ssuumsaamsidouaiemnenisinssrinsUssimaneld
fiBansunedn (syuuanein) iussuudeensamnuagminlunisnszneduesnnzidou
\nsesvnenseludsussmaing q AdunAitansuedaguonnzidouansadudvean
nzifoudonmnensmludaszmaiidunaitaisnaiadiwau 91 Ussinemlan ldde
Fvovemzifoudins 1 atu PeAssadouuasaduiunnfswedafolneduanaien
feszvuinaiadaztienszanesvoranseuluisamaiifvoreme dowdentaglyl

NV UADIAIAINULATDINLIENITAN
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Tneagtiulszmelvedimuamadiduandnnaitasnaianelul 2558°
Turlogsvitunisuniseenngmneiiiesesiuszuuanein (Madrid System) Safisdszine
InefinsldngruneduaseaniesmnefnamsyssdydRiniemnenisi w.e. 2534
wazdinsthngraneeyu1ng 272 - 11951 275 ausuldlviaseunquiiiesne

ludruvesnguannmelsy widnvslinguunenans (Directive) &1M5UN15ANATO
\3ewmnensiaamzdon uingranenarstanalallatedulvissmaaudnenan

L% v

NOMUIBLATOIMUIENITANAY BnIunsaingrunewuiiunUyaantanseudlaangmune

>

Y] wa | Y

nanshildasulvussmmandndesinsudludsuulasuntydfiindeniomunenisén
flailfannzdeon (unregistered trademark) fviu Usgmafidnisunsesiaiosmnenisi
Tudnvnriduunufoafuandadufiey uasusediunssemeaundndaiuuau iR
nviEnetIsAssnUSUlELANSaNIY WY NQVINNEI1RI8NSANATEILUUNERS Il (design
law) ngyaneIemsutsduiilsidusssa (unfair competition law) nganeIndens
UFtRluBmdvdflaidusssu (unfair commercial practices law) nguanednuniznns
aziinTnenEN13a79918 (common law tort of passing off) 13 wiinsyisngrineAuATed
#U3lnA (consumer protection law) danguaneUssnymdaantiidnisusuldunanset
namfte vissameliminrldldameefissniedusznaumstuguslaamiiu lleyanels
nldseninagusznaumsaieiu viliwimslunisaduaddanuuanieiulusdagm
UsenAaindn saienadiisiunafiansanedfunndatudamalidanuunndises
nIzUIUMTRsANATULAarUsEINA TsazueriiaunsiaziBunveIngnensALaTed

LASDINLNYNITAN PaRBLUT

3.1 Ussmeanigawsm
npineiUszmAavigeinlvinuduaseuAIesINNTFUTENE UMY
Wsziwﬁ’fgzﬁam%mmamﬁﬁﬂ W.A. 2489 (Lanham Act of July 5, 1946) W33 1vUgyae
Federal Dilution Trademark w.¢.2538 &sflnalddadusausiuil 16 uns1eu w.a. 2539
nsrs1TgRnsarfiniASemanensé n.A. 2527 (Trademark Counterfeiting Act of

1984) FedlHaldTIAuATATUN 12 nanau w.a. 2527 wavnsevdygansenvdydinsie

' TGC Thailand (Intermnational Intellectual Property) [Online], 3 April 2014. Available from

www.tecthailand.com.
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n5UfTRMUAGE51930 (Madrid Protocol Implementation Act)’ Gailnaldadusaus
Fuil 2 wgednou e, 2546 TaszuulrinnuduaseaaiemnenIsAYesUsEYA
ansgousnuduszuunmsremsdeudeisszuumsanmatoudmiuusasiaty (State
registration) Faiwesadonsnensiazlssunnuduasesudienzluadgiinuldiunisan
Sl iviiuiarszuunmsaansdeuaiasmnenisfinats (Federal Trademark
Registration) lngazdasdusvasanzdouademuensiiudiinassmunenisiuay
AviBUinsan3gewi3n (United States Trademark and Patent Office) dauanainazlésu
aruduesesluyaisrng o i 50 uassresEnigessnIud mduasesiinsouaquis
Fuunusastelu 1Aun ewidfu 91 (American Samoa), 1n1gnau (Guam), 1UNARBIUILILN
(Panama Canal Zone), 1n1g11953ud (Virgin Islands), 1Waslasln (Puertorico) wazing
UOIMaTUNSEUT (Northern Mariana Islands)
3.1.1 Aiildfuanuduases domuaseuving’
Asilaumnudunsesneldngraneieiosmnensdfifedu 4 Yssin Téun

\ATRIMILNENTAT 1ATDMBNEUINT IATeINEIUTUALIAT NS

“|pRosInensin” mneiaeiesmneiiyanaldliviedianulasgainiias
THlumansffvaudileuanifessyfmnuduiusvieruieiiussrindud iy
iwomnensfntutuiteeiaavaenIsAn

“LpRoaneuinig” mnefuaieminediyanaldlivieiianunlagaainiiay
THlumanisffuuinisileuansvidessyfnruduiusvidemnuiAaiussninsuinsily
\womnBuinmsiuiudve Ao vINEUIN

“|pRosinefuses” mneiundssneiidveueiomnefusedlivied

a

wawlaegasanagldiieidunsiusenfgriuuraaniiningfiuisnswdnaunimise
AasENwrBUlavedUAMIaUINTVDIUARADY
“LATOIMILNETIN” MUNUTLASINNIENITAYSBLATBIINEUINSTLEAY

aundnluaunAuvsoasdnsviseusemlunguvsewnIainednu

? nsum3ngaumatyan, apvansiaiesmnenisiandgemn [Onlinel, 6 wwieu 2557.
WA http://www.ipthailand.go.th/ipthailand/index.php?option=com_docman&task=cat
view&gid=705&Itemid=600.

> \nJesvinensfUsemeanigeiaini [Onlinel, 6 1oy 2557, uvidedian

http://onestopservice.ditp.go.th/download/file/118dip.pdf.
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v e 1Y a = v 4

3.1.2 MINPInUALATEALENELULATEIMUNENTAN

N3kINNTInNuANATEtLaraNSlUATRMINENTAAARITnENNI IRl Aa

1) wsesmnnen1smazaeinislalunsdn fie ansluesemunenisAtuazlaudie
fimsldiaTomunetueg1993939 (Actual Use) Faazifgitasiumsiauangduamzousnig
wnas1say nsldintomnedneliiindndidveaesosmunenisilddnduseaanzidou
munQureReNLauae] lngnsemunanisiazlasunisunleswunguunsasutouasilyl
' a = =) 53 v ! d' A v [ ! M Y « e
Taziinsannzdewrsalifinny dniuasesmnevieansauzainaliladuniesuaia
anwagntNveHandadilagavdeslidnwazaulanaanNandunvesauluaenIves
Auslna Tngiaseaneililaiunisaanedeu uwilaSuanuduasealewnaininisidlag
Wvedeg oo wanINLdRuATesday o NlineIteaiunIemnen1sAlaensIme
wiluiEeeueIn1sANUAEoNSANATENES AN INIATRMNIENSAUNA Tk JUNss
VDINARAUN NTODNUUUNARAUTLAzHAUND (Packaging & Product Design)

2) Wuavsminannisaanzifeuluiglesguiiaiaiundy State Regisistratio

3) N13kAansaINNITIANE euNdtinLENSUnUasAToIMUNENITALMK
an3gewIsNIMIaIsuNI Foderal Registration azlaavaiasosmunanisaldlalunaeuasy

3.1.3 @nsluesomunamsanaansideu

1% d' Y ay vo = | Aa a 1A va A v

WvesATewInensAflasuNMsIaneidsudoudavaudiiesfineinayls
w3saen1sAivdunilasunisaavzleunululssmaansgaiuiniuazainnisi
ansgouisnnmeudyyInTasaiinavi s uveaansideudvesyninausewmaniele
audyiananlasuanuauasedlulsvinaanigelinime mngeudvelionnazveTumm
YaANuANAToluUTEWAanIFeIEN InenelaseuumsaansdeuasomungnIsAIna s
YBIUsELNAaNIFeLINT (Federal Trademark Registration) §4013uUdszUUNTIANLL T8
w3saen1sAeaniaanduaassenn Al

1) sguunsaangllounan (Federal Register) LaSasnunafiazanngilaulussuunis

=] o & 4 [ dl' Ao 1 = ) L 1 Aa
AANLLUYUMUNANUILADUUULATIINUNENUANYULUIRNTE BID1UTUANWUZULANIE N

€

] | a =) & [ 1 Ay v = 4 & A [ ! (Y
wnssuusnvisa dudnuasvaameilauiioninmsly wenanilinsewmungdingtu
sresduasammeilalinsldogudinelulszsmaansgousnviefmiiveaesomied

wawlagaasanazldasomungnisAiy

q o a o a . " A
gsna Asann, N1sAuATamInddunstigvnluanigawsn [Online], 8 lwwieu 2557, Wnaaiin

http://elib.coj.co.th/Article/intellectuald.pdf.
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2) szuunzideuses (Supplemental Register): Wa3osmneiazaanadenlussuy
vedousesldd axdoaluniomunefianunsansniesAmuLAnAsEwInBuAmMSoUsNNS
Pdpsosmnemsiuly umfuniosmnedilionsssveiumsaanzifeulussuunisan
nzifouvdnlfidesnnlifidnuazvaamsuazanmafivssmaanizeusnudisueydyn,
nsanedavilvigiudvesnnsdouaiommnensi meldoudyangunainaiusovesy
amnufuaseslulssmaanszeninnelddvedananle’

3.1.4 nmsnsehilaofunisasedvslueIesmmnenisd

msldipsosmneiimilouniendetuniomunenisaaamadoulaglllesunig
JugenanivenaImensAtulnensINg t@uey Sivinevselavandudn A9
i3 suneNsAtTuTiinsyhldAnauduausolunsrasnaisanssay’

nsaziinluedo e MM MENeLATemNEN 1T Ye U SEIAAV TSN
(Lanham Act) 3e31 32" Tgyaiidn “dla Tagladlésuouannangaamezidou
1) Mindesmnenisianvzidouiivasuulas asndounseldoud
LS EILNENISAAEATUNISVIY MIELEVIY NTIImMUnerEonislavandudviouinisle
TnefinsliuinazneliiinAuidsduauvdenaiinviietnasdiunisaiie
2) vhasuulas asnideunseideudinsosmunensaaavzideunazldnng
yhin Yaouudas aendeu viemadeudduiuaain the Asfani ndes fuvienieussqstas
visedolawanddudviausnisle Tneiinstdduuiazdeliinmududuviovamavie
Wazidunisans
%éfaqﬁmm%’uﬁmhmqLLWqﬁaﬁammﬁaummﬁ ”fgfﬁalﬂuﬂgwmmf”

31waztdum Lanham Act § 32 MuAIANWIN N

* \nSesmnensfusemAanieiainn [Onlinel, 9 wwiou 2557 udsdin
http://onestopservice.ditp.go.th/download/file/118dip.pdf.

® nsumIngaumatynn, aqvansiaiesmnenisiandgema [Onlinel, 9 wiwiey 2557.
Lma'd‘ﬁmhttp://wwvv.ipthailand.go.th/index.php?option=com_docman&taskzcat_view&gid
=705&8Itemid=160.

T v o 2a o _a d aa
0UUVY ANHAAS, ABBUIUNYVINELATEMINBNITAY, (NJINN1: URTTIN, 2536), 185.
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3.1.5 undiygiRnguraneuasundmusineifsfunmsasidadnsluedomung
n13A7
1) msveduidiiadesnevasy lumsnseianuiiamangmneoian
The Trademark Counterfeit Act,§ 18 U.S.C. 2320 Tnflasdusznouniiafin 4 Uszms il
1.1) Fua8v18 viTeNeIIUVY FUAMIOUINNT AN “Traffic” aungvidng
atudsnanilimneds mavediseiaior urdinseunquisndensudaudlssnuns

[
| v

HanuNsENavglilnie

1.2) INAYUNISNTEYINALLIAUN

1.3) 3nagldiasoevuneUasiu s aLN 8N UaNAISBUSNNS

! A

1.4) 3a837AseamnenswaslinduesasuiaUasy

Y

Ao o

nsldirdemunenisifitdnuauzlastenaneiinanuduay vaRaviedfieidu
N1TANANANUFUAUNAIRANIITAUNINAIGITUTU iﬁﬂsn'lﬂumiﬁmsmﬁmﬂé‘f'spﬁaauﬁw
Haderiagldlunisinnsaninfienuduauluedomunenisémioll aunsafiansanlivans
Usens i vfinveaaismnensianuniieundievesdnsusidnvaranumiioundne
YDWHULUY AVIUAEIEASvTowmidoundevasdolavnnanuivessaswazauduand
Antuase msnedudnfilieiemanensidasuanlumuiisneenaivedtedu
WSemuIENIAiuiase fe Foudurdemmnanisiiannzileu (Federal registration)

Uwﬁ’zgiﬁaﬂawmEJLLazwﬁmuﬂwwﬁLﬁ'mﬁ’umiasLﬁmﬁwﬁium%wmamsﬁﬂ
anufuiansenguesaiesnemsdiinisudlufiuifuueangiiede United States,
Title 18 Criminal Procedure, Part 1, Chapter 113 %ﬂﬁ’fg‘éﬁmummq 2320 Tneidia
unaslmessgdmsunsdinisasiadnsluasosmanenisen

unliydRnnufingunisergnsdamiufinguazidiaeiemanen1sdn laTeamne
U3NI4azIA3DIMINETUToNN United States Code, Title 18 Criminal Procedure 1,
Chapter 113 11951 2320 (a) Sayelin nsazidfinedesinensAnselnsomuneu3nisg

n) glanszilnslanuvidengnunsyyinasidndvsluaiemnenis lng

Smhedudderiniuasitldliiedomunenisiasufududwiouimaturienserh
Taglanuvideneneunszsimssmieesesaneaan ainines lnedainldldindomne
mMsfdasuUsngegieuaznsliiniemmnemsiUasndnannelifAnmiuduaunasin

' d' A g Y Y o ° ' a A
LLﬂuﬂﬂaaumaL‘U‘umi‘waaﬂmﬁ G]E)\ﬁ%'ﬂ\ﬂﬂ/]Uuﬂﬂaﬁsim@qmaﬂi‘UIVl‘Hﬂ']ﬂﬂlllLﬂu 10 U¥99

I v
A o o W

U5ulsiiu 2,000,000 Aeaansansgrisensinvialsu mnliliyaaasssuaunduiifiyaea

a U

U5ulaliAin 5,000,000 Aeaansansy nsainseviAnuRagdnyArasTINAIRRISUlNYlAeLiY
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Ty 20 Ynseusuladiiu 5,000,000 peaansansgusersdvisusu mndulifiyarausu
Wisdu 15,000,000 m@aaﬁaw%’gg
31wazldum United States Code, Title 18 Criminal Procedure 1, Chapter 113

sec.2320(a) MUNANUIN U

3.2 UseerSaea

nvneflifunseadomInensfuesitaa fo Uszanangmneningaunis
Yoy 1992 FelFsunmsusudsudlvedsseiiies ednsusuusudluadianituded
2002 Tnpehuiifetesiuiniemuiensd fAeuins L711-1 Sanns L717-7 wagngmane
Snatufilinnuduaseaniaamnenisi Aenquiniivheiaiesnensmuasiaionsng
U3 1992 sudludiufuesmdsaadlel 1996

3.2.1 Awildummduases dow / mmmung’

“ P aMINEM AR BSseNEUsN1S” el é’mﬁﬂwfﬁﬁmmimmmaaﬂmLfJu
aviensidey (Graphic) wislduenmuumninsesdudvieusnisvesyanasssunvied
yeeadydnuaifind riludnsiuonamneddeaelud

1) Folugunuusing 9 wu i e Jeana Jevnanlimans wiauss
fvitisde fuan Age 1Wusu

2) Fydnualftanusaldduld wu des vionuss Hudu

3) daydnuaifuanseenidususng wu inTesviane aan msUseiu Mwyu
amienufid TalR nmdansigh sUnss Inslawiggunsavesdudvieussginsivesdudviods

! =)

MUBNTINITUINNINITININN (Arrangement) NANYBA
“LPTIMINNETIN” AN dydnuainldlaeyaaale o MlasunisBugenan
Wiveslilddyanualiilaaansdeuliudmsennefsdydnuainldsiulagandnlunagy

LWEINU

® quma Agjlayduia, vénmanavesnsiuasesdrslunswddunstygn Grordnusimans
Auiaudie unInendesssueans, 2553), 270.

? nsunindaumatiyan, aganeirismnensiuiaea [Onlinel, 14 lwou 2557. Wi
http://www.ipthailand.go.th/index.php?option=com_docman&task=cat_view&gid=
684&Itemid=160.
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“A30eiNESUTE” MnEAINT Sudnvaliildsuseduiriousnsieatu
uwndsiuila aunmSonudnuazdule

3.2.2 nsldndenuduaseuasdvdveadveanionmnenis

\3asnensiitaanedeutudiinndng dumstlygsuaa (nstitut National
de la Propriétéindustrielle %3® INPI) glAsunuANATEIMINNYLNELALLIIYDS
\nsesvnenseniavisusifiesdifieriiazldintesmnensiuaumiannsdoul fuas
ansavidnaeugwiliyaraduldidesnevesmld yanaiinszinsuasumionis

= ~ v Yo 10
WBeuluUATaILIEN1AalasuInenIeaN

Y a a

3.2.3 AnslumIasnunenisAnniaanzidou
Y d' Y Aa a 1 a Y a' vy & A o v a v
W1veAsawIngnIAlansudieslinedluaTomanensAduedmSudiua
= a = = Aa a v ag v d' v A Y a A a v Y]
wsouIn1snIangivukasiidnsvuilnyanaduldinisamunenisiilinlounseadieiu
° v a v a = Y o 11
dAusvauriiulounsonaneiu
muUszatangrunensnddunislaynd 1992 unludiuiulaensessdygaatui
2006-236 Tui 1 duau 2006 %ung 3 dnslulasesuienisiaanziou 1ims) L713-1
= Yo  wa a U a a y v a vao 12
4 L713-6 latyelinennuansluaissvunenisninaansidoulinl
= a ¥ [ =& a a Id 14 a a
11957 L713-1 n1saangileunissmunsnisiazlaunadsdanslunnududnvesdns
luesomunenisAdmsuaunuasusnisiiyanatulasuouyn
1931 L713-2 nisnseyhdssieluilaznseindilamnlilasueyginainidives

LATDIVUNENITAN

 dinnueaignssunsnguiini, Wisuisungmneiifedestunisfuasemingaumatygn
[Online], 20 w18y 2557. wiaefiun http://www.lawreform.go.th/lawreform/images/th/content/th/
251/7632.doc. 118.

! nsunindduneteyan, ngwmaLﬂ%‘lawmslmsﬁ’]ﬂizLVlﬂl:J%"ﬁLﬂ’d [Onlinel, 22 Wwwgu 2557.
WA http://www.ipthailand.go.th/index.php?option=com_docman&task=cat_view&gid
=684&Itemid=160.

" INTELLECTUAL PROPERTY CODE France Intellectual property, CHAPTER llI: Rights
Conferred by Registration: (L713-1 to L713-6) [Online], 23 April 2014. Available from
file:///C:/Users/user/Downloads/Code_35%20(8).pdf.
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() m3vhen THudeuanaadomnenisiudnsstinifiadige wu “ans
Y9 SEUU MIEEULUU Ussan 330157 sisemsidieiemnenisniivihandmsuaudn
viieusmstaniloutuiriosnenisiisunisaansifeuliud:
@) msfulanaiosmmnenisiildsuniseanafeulings
e L713-3 mansgyideseluiagnssvhdldmnldlfsueygnnnides
\3paneNsAn nsdvilianssaruineuduay
(n) M3 Msld wiemsuanurissmnevieldiniomnedivihg gl
AuAdIefuASmInensiRvavDeuliuddmsuaudvieusnns
(@) Msdeuedemunen1sin Hudnsidiedemnensiiideudadiay
wilewndendefundomuenisiiaanafouliudrdmsvauduazuinis
a1 L713-4 AnsildsuanneiesmnenistaglaiviiiidnesdnsvunisTdludu
fiRetosivaudBsgnnmanlulssmalssauasugiaglsuniolnasugiaglsuneld
w3smnensAlaed v nademunensivieldsuaubusen
1w L713-5 gfla Miasesmnenisiivaudmieuinisilimiousuiiszyliluns
sanzidou szdanuRanunguruneeig) winnishldldnelminanudenswnidives
\nsesvnemsevioneliAansuasnaUstlvianniaiemnenismegndligndes Tae
Fomnuinssuiinadsiuliiuedesmnensefegnielduing 6 Bis veseydyangaia
TWENIANATBIMNINGAUgRAMNTIN BTNt
119151 L713-6 nsaanesdeundemunenisen assadliiniunisldiniommne
nsnfiniteuriendnelunsdi
(n) Foustn Fon1sén vizethe fin1sldnu deunthnnsaaneSeunisdn
(1) M38da Adndusonsseyinguisasdvosndnfausiviouing
Tnglemzegndailefugunsaliaiu lnedesliaiuanuduauiuvasiinvemansasivio
st 9 wimnmsidauiudunsasdadvslueiemnenisd hvessasecmng
msmnansasindnduielioygalildauls
s1wazidum Law No. 92-597 on Interllectual Property Code: CHAPTER lil: Rights
Conferred by Registration: Articles L713-1 to L713-6 #MUAIANUIN A
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3.2.4 nMsnszvhiidedndunsazdindvdiniesanenisdn

1) Msvgssensldiesemnensonsidiase e fivhen dmsudui
wWiousnsiimilouu

2) myaevideilAsunlaseiomneidnegiuaud

3) MV sensliniommnenionsidiniomuneiving dmsuaudn
Wiouinsiindefuauetanslminmnuduay

4) NSLEULUULASe N MSALAT NS AT e T E UL U TR UA LA
Wiousmsfimilounsendefuauenaneliinenuduau

uenniiyarainszshmsdeeluilneiianumainfiodunisasdia
LS BIMLIBNITAN

a a 1

5) N13ATOUATRIAUAIAENTIUITIATBMINENSANTIaIdinfnagn1T1e
EueUETIFUATaUTMINElRATEMINENsATIazEatY IngldTvnnaduaunITny
NIy

6) NsdsnaudumvseliuInsaumaelfaTamIeN1sAYeau ag

Yy & d' v a = v
Ny wagwdIInduas e smnIamne ieuwda

7) mslasowmnngsusemsatasasnainlumila § Ausnmideandle
seybilutoriwuanunannzdeulnensiuague

8) N1SVIYYIDIEUVIVAUATILTLATDIMNNETUTOINIBIAT DMLY
Tumeildlndunmsuf iRlaeUnAlaensiuegudn
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" INTELLECTUAL PROPERTY CODE France Intellectual property, CHAPTER VI Disputes:
(L716-9814 L716-11) [Online], 27 April 2014. Available from http://www.jpo.go.jp/shiryou_e/s
sonota_e/ fips_e/pdf/france_e/e chiteki_zaisan.pdf.
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Lanham Act § 32

“Any person who shall, without the consent of the registrant-

(a) use in commerce any reproduction, counterfeit, copy, or colorable
imitation of a registered mark in connection with the sale, offering for sale,
distribution, or advertising of any goods or services on or in connection with which
such use is likely to cause confusion, or to cause mistake, or to deceive; or

(b) reproduce, counterfeit, copy, or colorably imitate a registered mark
and apply such reproduction, counterfeit, copy, or colorable imitation to labels, signs,
prints, packages, wrappers, receptacles or advertisements intended to be used in
commerce upon or in connection with the sale, offering for sale, distribution, or
advertising of goods or services on or in connection with which such use is likely to

cause confusion, or to cause mistake, or to deceive.”



NANUIN U
United States Code, Title 18 Criminal Procedure 1, Chapter 113 sec. 2320 (a)

73



74

United States Code, Title 18 Criminal Procedure 1, Chapter 113 sec” 2320 (a)

“Trafficking in counterfeit goods or services
(a) Offense. - (1) In general. - Whoever; (1) intentionally traffics or attempts to traffic
in goods or services and knowingly uses a counterfeit mark on or in connection with
such goods or services, or intentionally traffics or attempts to traffic in labels,patches,
stickers, wrappers, badges, emblems, medallions, charms,boxes, containers, cans,
cases, hangtags, documentation, or packaging of any type or nature, knowing that a
counterfeit mark has been applied thereto, the use of which is likely to cause
confusion, to cause mistake, or to deceive, shall, if an individual, be fined not more
than $2,000,000 or imprisoned not more than 10 years, or both, and, if a person
other than an individual, be fined not more than $5,000,000. In the case of an
offense by a person under this section that occurs after that person convicted, if an
individual, shall be fined not more than $5,000,000 or imprisoned not more than 20
years, or both, and if other than an individual, shall be fined not more than

$15,000,000.
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Law No. 92-597 on Interllectual Property Code: CHAPTER llI: Rights Conferred by
Registration: Articles L713-1 to L713-6

Article L713-1 Registration of a mark shall confer on its owner a right of
property in that mark for the goods and services he has designated.

Article L713-2 The following shall be prohibited, unless authorized by the
owner:

a) The reproduction, use or affixing of a mark, even with the addition
of words such as: “formula, manner, system, imitation, type, method,” or the use of
a reproduced mark for goods or services that are identical to those designated in the
registration;

b) The suppression or modification of a duly affixed mark.

Article L713-3 The following shall be prohibited, unless authorized by the
owner, if there is a likelihood of confusion in the mind of the public:

a) The reproduction, use or affixing of a mark or use of a reproduced
mark for goods or services that are similar to those designated in the registration;

b) The imitation of a mark and the use of an imitated mark for goods
or services that are identical or similar to thosedesignated in the registration.

Article L713-4 The right conferred by a mark shall not entitle an owner to
prohibit its use in relation to goods which have been put on the market in the
European Economic Community or the European Economic Area under that mark by
the proprietor or with his consent.

However, the owner shall continue to have the faculty of opposing any
further act of marketing if he can showlegitimate reasons, especially where the
condition of the goods has been subsequently changed or impaired.

Article L713-5 Any person who uses a mark enjoying repute for goods or
services that are not similar to those designated in the registration shall be liable
under civil law if such use is likely to cause a prejudice to the owner of the mark or if

such use constitutes unjustified exploitation of the mark.
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The foregoing paragraph shall apply to the use of a mark that is well known
within the meaning of Article 6bis of the Paris Convention for the Protection of
Industrial Property referred to above.

Article L713-6 Registration of a mark shall not prevent use of the same sign or
a similar sign as:

a) A company name, trade name or signboard, where such use is
either earlier than the registration or made byanother person using his own surname
in good faith;

b) The necessary reference to state the intended purpose of the
product or service, in particular as an accessory or spare part, provided no confusion
exists as to their origin.

However, where such use infringes his rights, the owner of the registration

may require that it be limited orprohibited.
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Law No. 92-597 on Interllectual Property Code: CHAPTER VI: Disputes: Articles L716-9
to L716-11

Article L716-9 Any person, who, for the purpose of selling, supplying, offering
for sale or lending goods under an infringing mark,

a) imports, under any customs regime, exports, re-exports or tranships
goods presented under an infringing mark.

b) reproduces industrially goods presented under an infringing mark.

c) gives instructions or orders to commit the acts provided for at (a)
and (b) shall be liable to a four-yearimprisonment and a fine of € 400.000.

Where the offences provided for under this article have been
committed by an organised criminal group, the penalties will be increased to a five-
year imprisonment and a fine of € 500.000.

Article L716-10 A person who:

a) holds without legitimate reason, imports under all customs
procedures or exports goods presented under ainfringing mark;

b) offers for sale or sells goods presented under an infringing mark;

c) reproduces, imitates, uses, affixes, removes, modifies a mark, a
collective mark or a collective mark ofcertification in violation of the rights conferred
by its registration and of prohibitions which rise from this;

d) delivers knowingly a product or provides a service other than that
which is required of him under a registered mark shall be liable to a three-year
imprisonment and a fine of € 300.000.

The infringement, under the conditions provided for at (d), shall not
be considered constituted if a pharmacist exercises the faculty of substitution
provided for under Article L. 5125-23 of the Public Health Code.

Where the offences provided for at (a) to (b) have been committed by
an organised criminal group, the penaltiesshall be increased to a five-year of

imprisonment and a fine of € 500 000.
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Article L716-11 Any person who:

a) Has knowingly made any use whatsoever of a registered collective
certification mark in a manner other than that laid down in the regulations
accompanying the registration;

b) Has knowingly sold or offered for sale a product bearing a collective
certification mark employed in an irregular manner;

) Within a period of 10 years as from the date on which protection of
a collective certification mark that has been used has terminated, has knowingly used
a mark that constitutes a reproduction or imitation of such mark or sold or offered
for sale, furnished or offered to furnish goods or services under such mark, shall be
liable to the same penalties.

This Article shall apply to trade union marks under Chapter IIl of Title |
of Book IV of the Labor Code.
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United States Court of Appeals,Ninth Circuit. UNITED STATES
of America, Plaintiff-Appellee, v. Vatchagan PETROSIAN,
Defendant-Appellant
96-50120. No.

Decided: October 15, 1997

Before: BROWNING, THOMPSON, and THOMAS, Circuit Judges. Dennis J. Landin,
Deputy Federal Public Defender, Los Angeles, California, for defendant-appellant.
Lawrence S. Middleton, Assistant United States Attorney, Los Angeles, California, for
plaintiff-appellee. We affirm. Vatchagan Petrosian appeals his counterfeit trafficking,
mail fraud, and conspiracy convictions.

. Petrosian asserts that the district court erred in instructing the jury that
“[tlhe term ‘counterfeit mark’ includes genuine trademarks, affixed to packaging
containing products not made by, but sold as products of the owner of the registered
trademark.” 2320(a), which provides: “Whoever intentionally traffics or attempts to
traffic in goods or services and knowingly uses a counterfeit mark on or in connection
with such goods or services shall” be criminally liable. Petrosian was charged with
violating 18 U.S.C. § Petrosian and two associates purchased genuine Coca-Cola
bottles, filled them with a cola-like carbonated beverage that was not Coca-Cola, and
told purchasers the beverage was Coca-Cola.

Section 2320(d) defines a counterfeit mark as :

(A) a spurious mark-

(i) that is used in connection with trafficking in goods or service;

(i) that is identical with, or substantially indistinguishable from, a mark
registered for those goods or services on the principal register in the United States
Patent and Trademark Office and in use, whether or not the defendant knew such
mark was so registered; and

(iii) the use of which is likely to cause confusion, to cause mistake, or to

deceive.
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18 U.S.C.§ 2320 (d)(1).

The district court's jury instruction was consistent with section 2320. When a
genuine trademark is affixed to a counterfeit product, it becomes a spurious mark. A
“spurious” mark is one that is false or inauthentic. See Webster's Third New
International Dictionary 2212 (1961); see also Joint Statement on Trademark
Counterfeiting Legislation, 130 Cong. Rec. 31673, 31675 (1984) (“As [an earlier] Senate
bill indicated, ‘spurious' means ‘not genuine or authentic.” 7). A trademark is “any
word, name, symbol, or device, or any combination thereof] ] used by a person. to
identify and distinguish his or her goods, including a unique product, from those
manufactured or sold by others and to indicate the source of the goods.”

15 US.C §1127.

The Coca-Cola mark became spurious when Petrosian affixed it to the
counterfeit cola because the mark falsely indicated that Coca-Cola was the source of
the beverage in the bottles and falsely identified the beverage in the bottles as
Coca-Cola

Obviously, this spurious Coca-Cola mark was “identical with or substantially
indistinguishable from” the registered Coca-Cola mark, as section 2320 requires.

The spurious mark was also likely to cause confusion because consumers were likely
to assume the mark indicated Coca-Cola was the source of the beverage inside the
bottle.

This reading of section 2320 comports with the legislative history. Congress
clearly intended to curb the trafficking of counterfeit goods and indicated no
intention to exempt defendants who trafficked counterfeit goods under a genuine
trademark. See S.Rep. No. 98-526, at 5 (1984), reprinted in 1984 U.S.C.C.A.N. 3627,
3631 (“To help stem. an “epidemic” of commercial counterfeiting. , S. 875 provides
for stiff criminal penalties for those who intentionally traffic in goods or services
knowing them to be counterfeit.”); Joint Statement on Trademark Counterfeiting
Legislation, 130 Cong. Rec. at 31673 (“The Senate and House bills both aimed at
accomplishing three primary changes in the law: [including] creation of criminal

penalties for intentionally dealing in materials that one knows to be counterfeit.”).
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Further support for this reading is found in opinions holding defendants
civilly liable under the Lanham Act for affixing genuine marks to counterfeit products.
See, e.g., Westinghouse Elec. Corp. v. General Circuit Breaker & Elec. Supply Inc., 106
F.3d 894, 899-900 (9th Cir.1997); General Elec. Co. v. Speicher, 877 F.2d 531, 534 (7th
Cir.1989). The definition of the term “counterfeit mark” in the Lanham Act is nearly
identical to the definition in section 2320, suggesting that Congress intended to
criminalize all of the conduct for which an individual may be civilly liable. See 15
U.S.C. § 1116(d), 1127.

IIl. Petrosian asserts the district court abused its discretion by denying his
requests to testify without an interpreter. After observing Petrosian's attempts to
testify in English and hearing him admit he “probably [could] not” testify in English
and might not understand questions posed in English, the district court determined
that Petrosian's English testimony would not be reliable. A district court has a
legitimate interest in excluding unreliable evidence even if the exclusion impinges on
a defendant's right to testify on his own behalf. See Rock v. Arkansas, 483 U.S. 44, 61,
107 S.Ct. 2704, 2713, 97 L.Ed.2d 37 (1987).

Petrosian was not deprived of his right to take the stand and testify on his
own behalf. He told his own story.

The interpreter was not a witness who testified about his independent
recollection of the events at issue; he simply related Petrosian's testimony verbatim.
Petrosian was afforded the opportunity to convey his sincerity to the jury by his
physical reaction as the interpreter repeated questions and by the tone of his voice

and his facial expression as he responded.
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Case C-46/10 (Viking Gas A/S v. Kosan Gas A/S, formerly BP Gas A/S) (Reference for a

preliminary ruling from the Hgjesteret)

(Trade marks — Directive 89/104/EEC — Articles 5 and 7 — Gas bottles
protected as a three-dimensional mark — Placing on the market by an exclusive
licensee — Business activity of a competitor of the licensee consisting in the refilling
of those bottles)

Summary of the Judgment

Approximation of laws — Trade marks — Directive 89/104 — Placing on the
market by an exclusive licensee of gas bottles protected as a three-dimensional mark
— Business activity of a competitor of the licensee consisting in the refilling of those
bottles — Opposition by the licensee — Not permissible, by reason of the principle of
exhaustion established by Article 7(1) of the directive, save where the exceptions set
out in Article 7(2) of the directive apply

(Council Directive 89/104, Arts 5 and 7(1) and (2))

Articles 5 and 7 of First Council Directive 89/104 to approximate the laws of
the Member States relating to trade marks must be interpreted as meaning that the
holder of an exclusive licence for the use of composite gas bottles intended for re-
use, the shape of which is protected as a three-dimensional mark and to which the
holder has affixed its own name and logo that are registered as word and figurative
marks, may not prevent those bottles, after consumers have purchased them and
consumed the gas initially contained in them, from being exchanged by a third party,
on payment, for composite bottles filled with gas which does not come from the
holder of that licence, unless that holder is able to rely on a proper reason for the
purposes of Article 7(2) of Directive 89/104.

The sale of the composite bottle exhausts the rights that the licensee of the
right to the trade mark constituted by the shape of the composite bottle and
proprietor of the marks affixed to that bottle derives from those marks and transfers
to the purchaser the right to use that bottle freely, including the right to exchange it
or have it refilled, once the original gas has been consumed, by an undertaking of his

choice, that is to say, not only by that licensee and proprietor, but also by one of its
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competitors. The corollary of that right on the part of the purchaser is the right of
those competitors, within the limits set out in Article 7(2) of Directive 89/104, to refill
and exchange the empty bottles.

As regards the limits set out in Article 7(2) of Directive 89/104, the proprietor
of a mark may, despite the putting on the market of goods bearing his mark, oppose
further commercialisation of those goods where legitimate reasons for such
opposition exist and especially where the condition of the goods is changed or
impaired after they have been put on the market. The use of the adverb ‘especially’
in Article 7(2) of the directive indicates that alteration or impairment of the condition
of goods bearing a mark is given only as an example of what may constitute
legitimate reasons.

Such a legitimate reason therefore also exists when the use by a third party of
a sign identical with, or similar to, a trade mark seriously damages the reputation of
that mark or when that use is carried out in such a way as to give the impression that
there is a commercial connection between the trade mark proprietor and that third
party, and in particular that the third party is affiliated to the proprietor’s distribution
network or that there is a special relationship between those two persons.

The labelling of the composite bottles and the circumstances in which they
are exchanged must not lead the average consumer who is reasonably well informed
and reasonably observant and circumspect to consider that there is a connection
between the two undertakings at issue or that the gas used to refill those bottles
comes from the trade mark proprietor. In order to assess whether such an erroneous
impression is precluded, it is necessary to take into account the practices in that
sector and, in particular, whether consumers are accustomed to the gas bottles being
filled by other dealers. Furthermore, it appears to be reasonable to assume that a
consumer who goes directly to a competitor either to exchange his empty gas bottle
for a full bottle or to have his own bottle refilled is more readily in a position to be
aware that there is no connection between that undertaking and the trade mark

proprietor.
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			ตัวอย่างคำพิพากษาฎีกา 2788/2545 การที่เครื่องหมายการค้าคำว่า FOX-D เครื่องหมายการค้า และ ของโจทก์ร่วมได้มีการจดทะเบียนในประเทศไทยโดยชอบแล้วมาตั้งแต่ปี 2513 ปี 2518 และปี 2536 โจทก์ร่วมจึงเป็นผู้มีสิทธิเพียงผู้เดียวในอันที่จะใช้เครื่องหมายการค้าทั้งสามดังกล่าวสำหรับสินค้าที่ได้จดทะเบียนไว้ในประเทศไทย ตาม พ.ร.บ.เครื่องหมายการค้า พ.ศ. 2534 มาตรา 44 หากบุคคลอื่นเอาเครื่องหมายการค้าของโจทก์ร่วมดังกล่าวไปใช้กับสินค้าโดยไม่ได้รับอนุญาตจากโจทก์ร่วมโดยชอบแล้ว ก็ย่อมมีความผิดฐานปลอมเครื่องหมายการค้าที่ได้จดทะเบียนของโจทก์ร่วม หรือถ้าได้มีการจัดทำเครื่องหมายการค้าขึ้นโดยการดัดแปลงแก้ไขให้คล้ายกับเครื่องหมายการค้าที่ได้จดทะเบียนของโจทก์ร่วมเพื่อให้ประชาชนหลงเชื่อว่าเป็นเครื่องหมายการค้าของโจทก์ร่วมแล้ว ก็ย่อมมีความผิดฐานเลียนเครื่องหมายการค้าของโจทก์ร่วมได้ 
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